TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1999-0189
Application 08/ 344,691

Bef ore STONER, Chief Adnministrative Patent Judge, and HAl RSTON
and Nase, Adnministrative Patent Judges.

Hai rston, Adninistrative Patent Judge.

This is an appeal fromthe final rejection of clains 42
t hrough 51, 53 through 59 and 61.

The di scl osed invention relates to a nethod and appar at us
for producing a signal used for formng a record disc which

stores segnents of audio information and correspondi ng
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segnents of video information, and to a nmethod and appar at us

for reproducing information froma disc which has data

recorded thereon of a type which includes a frame of a video

signal which is displayed while an audio portion is played.
Clainms 42 and 45 are illustrative of the clained

i nvention, and they read as foll ows:

42. An apparatus for producing a signal used for formng
a record disc which stores segnents of audio information and
correspondi ng segnents of video information, conprising:

nmeans for receiving a video signhal to be recorded and an
audi o signal to be recorded;

a nmenory for storing said audio signal during recording;

a video normalizer, receiving an output of said nmenory,
and adjusting a |l evel of said output of said nmenory to produce
a normalized signal which is adjusted relative to a | evel of
said video signal, thereby utilizing a full dynam c range of
video circuitry; and

means for conbining said nornmalized signal indicative of
audio with said video signal to produce a conposite nornalized
si gnal .

45. An apparatus for reproducing information froma disc
whi ch has data recorded thereon of a type which includes a
frame of a video signal which is displayed while an audio
portion is played, conprising:

an el enent which scans said disc to obtain a conbined
vi deo/ data signal, said video/data signal having a video
portion and an audio portion normalized relative to said video
portion;
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an audi o normalizer, receiving said video/data signal,
adjusting a |l evel of said video/data signal to produce a
normal i zed signal which utilizes a full dynam c range of audio
circuitry;

a menory, operatively connected to receive at |east a
part of said conbi ned video/data signal as normalized by said
audi o normal i zer; and

a data converter, operatively coupled to an output of
sai d nenory neans, reading out audio information from said
menory.

Clainms 42 through 51, 53 through 59 and 61 stand rejected
“under the judicially created doctrine of double patenting
over clains 1-12 of U S. Patent No. 4,583,131 since the
clainms, if allowed, would inproperly extend the ‘right to
exclude’ already granted in the patent” (Answer, page 3).

Ref erence is nade to the brief and the answer for the
respective positions of the appellant and the exam ner.

OPI NI ON

The rejection of clains 42 through 51, 53 through 59 and
61 is reversed.

The exam ner’s statenment of the rejection (Exam ner's
Answer, pages 3 through 5) is reproduced in toto as foll ows:

Clainms 42-51, 53-59, and 61 are rejected under
the judicially created doctrine of double patenting

over clainms 1-12 of U S. Patent No. 4,583, 131 since
the clains, if allowed, would inproperly extend the
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“right to exclude” already granted in the patent.

The subject matter clained in the instant
application is fully disclosed in the patent and is
covered by the patent since the patent and the
application are claimng conmon subject natter, as
foll ows: an apparatus for reproducing information
form([sic, from a disc which has data recorded
thereon of a type which includes a frame of a video
signal is display [sic] while an audio portion is
pl ayed having an el enent which scans the disc to
obtain a conbi ned video/data signal, the video/data
signal having a video portion and an audi o portion;
a menory, operatively connected to receive at | east
a part of the conbined video/data signhal; and a data
converter, operatively coupled to an output of the
menory neans, reading out audio information form
[sic, fron] the nenory. The subject nmatter recited
in clains 42-62 of this patent application -
“conprising ABCY” - is fully disclosed in the patent
4,583, 131. The allowance of these clains would
extend the rights [sic] to exclude al ready granted
in clains 1-12 of the patent - that right to exclude
covering the device “conprising ABCX'. The
transitional phrase “conprising” does not exclude
the presence of elenents other than A, B, C, and X
in the clains of the patent. Because of the phrase
“conprising” the patent clains not only provides
[sic] protection to the elenents ABCX clained in the
pat ent but al so extends [sic] patent coverage to the
di scl osed conbi nation - ABCXY. Like wse [sic], if
al lowed, the clains of this application, because of
t he phrase conprising, not only would provi de patent
protection to the clained conbi nati on ABCY but woul d
al so extend patent coverage to the conbi nati on ABCXY
- already disclosed and covered by the claimin the
patent. Thus, the controlling fact is that patent
protection for the device, fully disclosed in and
covered by the clainms of the patent, would be
extended by the all owance of the clains in this
appl i cation.
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Furthernore, there is no apparent reason why
appl i cant was prevented from presenting clai ns
corresponding to those of the instant application
during prosecution of the application which matured
into a patent. See In re Schneller, 397 F.2d 350,

158 USPQ 210 (CCPA 1968).!Y See al so MPEP § 804.

In response to the exam ner’s Schnell er-based rejection,
appel | ant argues (Brief, pages 4 through 14) that Schneller
has been overrul ed by subsequent cases. According to
appel lant (Brief, page 4), the Court of Custons and Patent

Appeal s (CCPA) overruled Schneller in ln re Wite, 405 F.2d

904, 906, 160 USPQ 417, 418 (CCPA 1969) by stating “[o]f

course, if the appeal ed invention is unobvious, there can be

The exam ner’s rationale for the rejection tracks the
reasoni ng used by the court which is as foll ows:

While his [Schneller’s] invention can be practiced
in the forms ABCX or ABCY, the greatest advantage
and best node of practicing the invention as

di scl osed is obtained by using both inventions in
the conbination ABCXY. His first application

di scl osed ABCXY and other matters. He obtained a
pat ent claimng BCX and ABCX, but so claimng these
conbi nations as to cover themno matter what other
feature is incorporated in them thus covering
effectively ABCXY. He now, nany years |ater, seeks
nore clains directed to ABCX and ABCXY. Thus,
protection he already had woul d be extended, al beit
in somewhat different form for several years beyond
the expiration of his patent, were we to reverse.
Schneller, 397 F.2d at 355-56, 158 USPQ at 216.
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no doubl e patenting.” In Wite, the CCPA nade such statenent
I n connection w th nonobvi ousness under 35 U.S.C. § 103, and
not in connection with sane invention double patenting under
35 U.S.C. §8 101 or the judicially-created, obviousness-type
doubl e patenting. The Schneller decision never nentioned
“nonobvi ousness” type double patenting, and the Wite decision
was not addressing the same.? Thus, the Court had no need to
overrule that which it had not created.

Appel | ant argues (Brief, page 4) that the Court sitting

en banc in In re Vogel, 422 F.2d 438, 441-42, 164 USPQ 619,

621 (CCPA 1970) overrul ed prior CCPA decisions, such as
Schneller, to the extent that the prior decisions were
i nconsi stent therewith. Schneller was not nentioned in Vogel.

Al t hough the subsequent case of In re Kaplan, 789 F. 2d

1574, 229 USPQ 678 (Fed. Cir. 1986) dealt with an obvi ousness-
type double patenting rejection, it does not support

appel l ant’s argunents (Brief, page 4) because the Court never

’The so-cal |l ed "nonobvi ousness" type of double patenting
was a creation of the U S. Patent & Trademark O fice. See
Manual of Patent Exam ning Procedure (MPEP) 8§ 804 (6th ed.,
Jan. 1995), pages 800-15 and 800-16. The |atest edition of
t he MPEP has dropped "nonobvi ousness” fromthe description of
the Schnel | er deci sion.
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menti oned Schnel | er.

Thus, appellant’s argunents to the contrary
not wi t hst andi ng, Schneller did not create a third type® of
doubl e patenting rejection (i.e., nonobviousness-type doubl e
patenting rejection) (Brief, pages 5 and 6).

Appel | ant argues (Brief, page 11) that “in CGeneral Foods
Corp. v. Studiengesellschaft Kohle nbH 972 F.2d 1272,
23 U S.P.Q2d 1839 (Fed. Cr. 1992), the Federal Crcuit
reiterated that ‘same invention’ and ‘obvious-type are the
only recogni zed bases for a double patenting rejection.” W
agree with appellant’s argunent. Schneller fits within the
| atter type of double patenting rejection, and a “Schneller-
based double patenting [rejection] is legally viable” (Brief,
page 6).

Appel | ant argues (Brief, page 12) that “[i]f Schneller
was good law, why did the U S P.T.O fail to apply it between

1970 and 1994?” The nere fact that the Ofice failed to rely

%As indicated supra, the judicially-created, obviousness-
type doubl e patenting and sane i nvention double patenting
under 35 U.S.C. 8 101 are the only types of double
patenting rejections.
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on Schneller until it was addressed in the 6th edition of the
MPEP does not affect the use of Schneller as a basis for
instituting a double patenting rejection when the facts in an
application support such a rejection. Wen Schneller is
properly applied, it will not “cast doubt over the validity of
an untol d nunber of issued patents, create disputes, and
invite litigation” (Brief, page 13).

According to appellant (Brief, page 14), “[t]he second
step of the Schnell er-based doubl e patenting anal ysis inquires
whet her there was a reason why an applicant was prevented from
presenting the |ater-examned clains in the prior
application.” Appellant argues (Brief, page 14) that he “was
i ndeed prevented from doing so by operation of Title 37, Code
of Federal Regulation, section 1.141" which “prevents an
applicant fromclaimng two or nore ‘independent and distinct’
inventions in a single application.”

Alimtation-by-limtation conparison of the clains on
appeal to the clains in the patent is needed to determn ne
whet her the two sets of clains present “independent and

di stinct” inventions. The exam ner has not made a “side by
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side conparison of the reference and application clains.” See
MPEP 8§ 804 Il B(2), page 800-21. Notw thstanding the |ack of
such an anal ysis by the exam ner, the Court has indicated that
appel l ant shoul d establish that "the invention clainmed in his
patent is independent and distinct!¥ fromthe invention of the
appealed clains.” Schneller, 397 F.2d at 354, 158 USPQ at

214. Accordingly, appellant argues (Brief, pages 16 and 17)

t hat :

It is clear that the appealed clains and the
clainms of the ‘131 patent do not forma single
general inventive concept.[*™ For exanple, the
appeal ed recording clains relate to an apparatus and
nmet hod of producing a signal used for formng a
record disc. |In contrast, clains 1-6 of the 131
patent recite an apparatus for playing a record
disc, and clains 7-12 of that patent recite a nethod
for playing a record disc. Cearly then, an
apparatus and nethod for producing signals that are
used to forma record disc and an apparatus and
nmet hod for playing a record disc do not forma
singl e general inventive concept. A recording
devi ce and nmet hod produce signals used for storing
information on the record disc. 1In contrast, a
pl ayback device and nethod is directed to a

I'n other words, a determ nation has to be made whet her
there is a "patentable difference" or a "patentable
di stinction" between the clainms of the patent and the clains
on appeal. Ceneral Foods Corp. v. Studiengesellschaft Kohle
nmbH, 972 F.2d 1272, 1278-79, 23 USPQR2d 1839, 1844 (Fed. Gr
1992).
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di fferent general inventive concept -- i.e., the
recovery of information stored on the disc.

The different general inventive concepts clained
in the appeal ed recording clainms and the cl ai nms of
the ‘131 patent are further exenplified by the
di sparate | anguage recited in those groups of
clainfs]. For exanple, the apparatuses and net hods
recited in the appeal ed recording clains are
directed to devices and steps for receiving a video
signal to be recorded and an audi o signal to be
recorded. Clearly, no such devices or steps are
required in playing back information froma disc.

Because the appeal ed recording clains recite a
general inventive concept different fromthat of the
clainms of the 131 patent, Applicant was prevented,
by operation of 37 CF.R § 1.141 (1985), from
presenting the appeal ed recording clains for
exam nation during prosecution of the 131 patent in
1985-86. Thus, step 2 of the Schneller-based doubl e
patenting test is not satisfied wth respect to the
appeal ed recording clains, and the rejection of
t hose cl ains shoul d be w t hdrawn.

Simlarly, the appeal ed pl ayback clains (C ains
45, 46, 50, 51, 54, 56 and 58) recite apparatuses
and nmethods relating to the reproduction of
information froma disc. The subject matter of the
appeal ed pl ayback clains forns a general inventive
concept different fromthat of the inventions
defined by the clainms of the ‘131 patent for the
follow ng reason: Each of the appeal ed pl ayback
clains recites a device or step for audio
normal i zing a recei ved video/audio signal. The
general inventive concept defined by the appeal ed
pl ayback clains allows the signal output fromthe
devi ces and nethods clainmed therein to utilize the
full dynam c range of an audio circuit. That sane
general inventive concept is not present in any of
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the clains of the *131 patent.

Alimtation-by-limtation conparison of the independent
clainms in the patent to the independent clains in the
application is provided infra. To aid in this conparison, the
foll ow ng al phabetical designation has been provided for each
signal and elenment that is clainmed in both the patent clains
and the application clains:

CLAI MED SI GNAL OR ELEMENT ALPHABETI CAL DESI GNATI ON

Vi deo signal 35

Audi o signal 21

Menory 31

Adaptive Delta Denodul ator 23
Low Pass Filter 51

Vi deo Normalizer 55

Sumer 59

Vi deo/ Dat a Qut put Signal 61
Di sc Mastering Machine/ Di sc
Repr oducti on Appar at us

10. Video/Data I nput Signal 65
11. Data Normalizer 67

12. Menory 77

13. Adaptive Delta Denodul ator 99
14. Anal og Audi o Qutput Signal 101

©CoNoOoARWNE
TIO@TMOUOm>

ZZIrr X«
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O

15. Video Qutput From Di sc

Repr oducti on Appar at us
16. Chroma Burst Timng Signal 72
17. Vertical Bl anking Signal 85
18. Horizontal Bl anking Signal 87
19. Pl ayback Apparatus (Audi o/ Vi deo)
20. Data Flag Signal 73
21. Sequence Controller 69
22. 7.2 MHZ Enable Signal 75
23. G ock Cenerator 71
24. AND gate 83
25. Squel ch signal 103
26. Record Disc

N<XXS<C—H0IOT

In the followwng imtation-by-limtation conparison of
i ndependent clains 1, 6, 7 and 12 in the patent to i ndependent
clainms 42, 45, 53 through 59 and 61 in the application, the
above- not ed al phabeti cal designations are used for each of the
claimed signals or elenments. A bold-typed al phabet in the
application clains indicates that the signal or elenent is not

in the patent clains:

U.S. PATENT NO. 4,583,131 APPL| CATI ON CLAI M5
Caim1l - |JLMNCSZ Claim42 - ABCFG
Caim6 - | JLMNOPQRSZ Claim45 - | JKLMZ
Caim?7 - | JLMNCSZ Claim53 - ABCFG
Claim12- | JLMNOPQRSZ Claimb54 - |JKLZ

Claim55 - ABCFG
Caimb56 - |JKLMZ
Claim57 - ABCFG
Claim58 - |JKLZ
Cl aim59 - ABCDEFG
Cl aim61 - ABCEFG

12
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From the conparison, it is clearly seen that none of the
limtations of application clains 42, 53, 55, 57, 59 and 61
(directed to nethod and apparatus for producing a signal used
for formng a record disc) is found in patent clains 1, 6, 7
and 12 (directed to nmethod and apparatus for playing a record
disc). Inasnmuch as our analysis of these clains agrees with
appel l ant’ s argunents, we find that appellant has established
that the invention clained in his patent is “independent and
distinct” fromthe invention of the appeal ed clains 42, 53,
55, 57, 59, 61 and the clains that depend therefrom In other
words, the patent clainms and the application clains are
patentably distinct inventions.

Each of the independent application clainms 45, 54, 56 and
58 includes an audio normalizer for “adjusting a | evel of said
vi deo/ data signal to produce a nornalized signal which
utilizes a full dynam c range of audio circuitry.” The
exam ner has not explai ned how the application clains with
this feature could have been presented at the tine of
prosecution of the patent clains, or how this claimd subject
matter is "covered" by the patent clains no matter what ot her
feature is incorporated in them It would have been equally

14
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hel pful for an explanation by the exam ner as to why no ot her
evi dence of obvi ousness was needed beyond the clains of the
patent. In the absence of such a showing or a convincing line
of reasoning by the exam ner, we agree wth the appellant that
the added feature in these application clains “is not present
in any of the clains of the ‘131 patent. . . .” and that these
clainms are “independent and distinct” (i.e., patentably
di stinct) inventions (Brief, pages 16 and 17).

As a result of the patentable distinctness between the
application clains and the patent clains, the exam ner could
have made a restriction requirenent in the originally filed

appl i cation.
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DECI SI ON
In summary, the judicially created doctrine of double
patenting rejection of clains 42 through 51, 53 through 59 and
61 is reversed.

REVERSED

BRUCE H. STONER, JR., Chi ef
Adm ni strative Patent Judge

)

)

)

)

) BOARD OF PATENT
KENNETH W HAI RSTON ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
)
)

JEFFREY V. NASE
Adm ni strative Patent Judge

KWH: svt
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STEPTOE & JOHNSON, LLP
1330 Connecti cut Avenue, N W
Washi ngton, D.C. 20036-1795

ATTENTI ON: Stuart T. F. Huang
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